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THE QUESTION PRESENTED 

The question is whether the mark (Joint Appendix 
34A) which the Appellee Cook seeks to register Under 
the provisions of the Trade-Mark Act of 1905 (15 
U. S. C. 85), including as a prominent part thereof the 
word “JOCO’S,” so nearly resembles the prior mark 
(Joint Appendix 34B) of the Newark Jewelry Manu¬ 
facturing Company, including the word “ JACCO,” as 
to be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers. 
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®mteb States! Court of appeals 

FOR THE DISTRICT OF COLUMBIA CIRCUIT I 


APPEAL NO. 11001 


John A. Marzall, Commissioner of Patents, 

APPELLANT 


Margaret J. Cook, appellee 
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APPEAL FROM THE JUDGMENT OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


JURISDICTIONAL STATEMENT 


Appellee Cook filed an application for registration. 



prominently displayed the word“ JOCO ’S. ” An inter¬ 
ference was declared with the application of Newark 
Jewelry Manufacturing Company disclosing the trade¬ 
mark (Joint Appendix 34B) “JACCO .’ 9 The Commis¬ 
sioner of Patents decided (Joint Appendix 39^ that 


(i) 
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Newark Jewelry Manufacturing Company was the 
prior user of its mark “ JACCO” and that therefore the 
mark of the Appellee Cook was not registrable because 
it so nearly resembles the prior mark “as to be likely 
to cause confusion or mistake in the mind of the public 
or to deceive purchasers.” 15 U. S. C. 85. 

Appellee Cook, being dissatisfied with the decision 
of the Commissioner of Patents refusing registration 
of her mark, under the authority of 15 U. S. C. 89 as 
interpreted by The Baldwin Co. v. Robertson et al., 
265 U. S. 168, filed a complaint under 35 U. S. C. 63 
(R. S. 4915). The District Court adjudged (Joint 
Appendix 32) that the Appellee Cook was entitled to 
the registration for which she had made application. 
The Commissioner of Patents, John Marzall, filed a 
notice of appeal (Joint Appendix 33) from the final 
judgment of the District Court, as allowed by 28 
U. S. C. 1291. 

STATEMENT OF THE CASE 

Without repeating the history of the case as just out¬ 
lined under the heading “Jurisdictional Statement”, 
other facts material to the consideration of the ques¬ 
tion presented are the decision (Joint Appendix 39) 
of the Commissioner of Patents holding that the New¬ 
ark Jewelry Manufacturing Company was the prior 
user of its mark “JACCO” (Joint Appendix 34B) and 
that therefore Appellee Cook was not entitled to the 
registration of her mark (Joint Appendix 34A) because 
of confusing similarity in view of 15 U. S. C. 85; and 
the final judgment (Joint Appendix 32) from which 
appeal has been taken, holding that Appellee Cook 
is entitled to the registration of her mark. 
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STATUTES INVOLVED 

15 U. S. C. 85 (Act of February 20, 1905, c. 59^, sec. 
5,33 Stat. 725; Mar. 2,1907, c. 2573, sec. 1,34 Stat. 1251; 
Feb. 18, 1911, c. 113, 36 Stat. 918; Jan. 8, 1913; c. 7, 
37 Stat. 649; Mar. 19, 1920, c. 104, sec. 9, 41 Stati 535; 
June 7, 1924, c. 341, 43 Stat. 647). j 

No mark by which the goods of the owner of the 
mark may be distinguished from other goods of the 
same class shall be refused registration as a tradejmark 
on account of the nature of such mark unless such 
mark— * * * Provided, That trade-marks Which 
are identical with a registered or known tradefmark 
owned and in use by another and appropriated tp mer¬ 
chandise of the same descriptive properties, or which 
so nearly resemble a registered or known tradei-mark 
owned and in use by another and appropriated to mer¬ 
chandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers shall not be registered. 

15 U. S. C. 89 (Act of February 20, 1905, c. 5^2, sec. 
9, 33 Stat. 727; Mar. 2,1929, c. 488, sec. 2(b), 45 Stat. 
1476). | 

If an applicant for registration of a trade-mark 
* * * is dissatisfied with the decision of the Commis¬ 
sioner of Patents, he may appeal to the United States 
Court of Customs and Patent Appeals, on complying 
with the conditions required in case of an appeal from 
the decision of the Commissioner by an applicant for 
patent, or a party to an interference as to an invention, 
and the same rules of practice and procedure shall 
govern in every stage of such proceedings, as jfar as 
the same may be applicable. 
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28 U. S. C. 1291 (Act of June 25, 1948, c. 646, sec. 
1291, 62 Stat 929). 

The courts of appeals shall have jurisdiction of 
appeals from all final decisions of the district courts 
of the United States, * * * except where a direct 
review may be had in the Supreme Court. 

35 U. S. C. 63 (R. S. sec. 4915; Feb. 9, 1893, c. 74, 
sec. 9, 27 Stat. 436; Mar. 2,1927, c. 273, sec. 11, 44 Stat. 
1336; Mar. 2, 1929, c. 488, sec. 2(b), 45 Stat. 1476; 
Aug. 5,1939, c. 451, sec. 4, 53 Stat. 1212). 

Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dis¬ 
satisfied with the decision of the board of interference 
examiners, the applicant unless appeal has been taken 
to the United States Court of Customs and Patent 
Appeals, and such appeal is pending or has been de¬ 
cided, in which case no action may be brought under 
this section, may have remedy by bill in equity, if filed 
within six months after such refusal or decision; and 
the court having cognizance thereof, on notice to ad¬ 
verse parties and other due proceedings had, may ad¬ 
judge that such applicant is entitled, according to law, 
to receive a patent for his invention, as specified in his 
claim or for any part thereof, as the facts in the case 
may appear. * * *. 


STATEMENT OF POINTS 

1. In passing upon the similarity of marks there are 
three factors to be considered, viz., meaning, appear¬ 
ance and sound. 
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2. At least one of the marks here involved, ‘ 4 JAOCO, ’' 

I 7 

has no meaning, which of necessity eliminates the factor 
of meaning as a basis for distinction between the tnarks. 

3. The trial Court erred in giving too much weight to 

i 

the fact that the two marks here involved are distin¬ 
guishable in appearance when placed side by side. 

4. The trial Court erred in giving too little Weight 
to the consideration that in the case of a trade-mark 
which consists of words accompanied by other pictorial 
indicia the portion of the mark that would bej likely 

i 

to indicate origin would be the words used. 

5. The trial Court erred in giving too little Weight 
to the consideration that confusion is likely tb result 
from the concurrent use of the marks at bar on the 
basis of the similarity in the sound of the marks when 
spoken. 

6. The trial Court erred in holding that the niiark of 
the Appellee Cook is registrable. 


SUMMARY OF ARGUMENT 


1. Distinction or similarity between two trade-marks 
involves the factors of meaning, appearance and sound. 

2. On the facts of the instant case, meaning is elim¬ 
inated as a basis for distinction between the two marks 
involved. 

3. Although it has been conceded that the two marks 
are distinguishable when placed side by side, that is 
not a proper test, under the law as laid down by this 
Court, for determining the question of copfusing 
similarity between marks. 

4. The courts have held that in the case of il trade- 

i 

mark which consists of words accompanied by other 


I 
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pictorial indicia the portion of the mark which would 
be likely to indicate origin would be the words used. 

5. It is well settled that sound alone may be sufficient 
to create likelihood of confusion between two trade¬ 
marks. 

6. The * 4 JOCO ’S” trade-mark for which the Appellee 
Cook seeks registration should be refused registration 
because the sound thereof would be likely to cause 
confusion in view of the sound of the prior mark 
“JACCO.” 

ARGUMENT 

It being clear from the record that the respective 
marks are used upon goods at least in part identical, 
as the Commissioner pointed out (Joint Appendix 39), 
it must be obvious that the avoidance of confusion if 
both marks are used concurrently can reside only in 
the marks themselves. 

1. While there are three factors to be considered in 
passing upon the similarity of marks, viz., meaning, 
appearance and sound, it does not follow that confu¬ 
sion can be found to be likely only where a combina¬ 
tion of these factors exists, but sound alone or appear¬ 
ance alone may be sufficient to create likelihood of 
confusion. McKinnon & Company v. HyVis Oils, Inc., 
24 CCPA 1105, 88 F. 2d 699. 

2. Judicial notice may be taken of the fact that the 
word “JACCO,” one of the marks here involved does 
not appear in the dictionary. Therefore, according to 
the record presented, it cannot be said that the word 
“JACCO” has any definite meaning. Obviously then, 
difference in meaning cannot be relied upon to distin- 


I 
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guish the two marks here involved. Distinction must 
be sought either in sound or appearance. | 

3. It is conceded that the two marks differ in appear¬ 
ance. It is submitted that the District Court erred in 

i 

assuming that because the marks are distinguishable 
in appearance they both may be used concurrently with¬ 
out likelihood of confusion on the part of the purchas¬ 
ing public. 

In the case of William Waltke & Company v. Geo. 
H. Schafer & Company, 49 App. D. C. 254, 263 Fed. 
650, this Court held that “U-Lavo” and “Lava” were 
confusingly similar, stating as follows: 

Of course, if the intending purchaser eoulh see 
both marks together he would readily note the dif¬ 
ference between them; but if upon seeing only one 
he must rely upon his memory of the other he would 
not be likely to apprehend the distinction. He acts 
quickly and upon impression. He is governed by 
a casual glance. * * * Under such circumstances 
he would be apt to mistake the one for the other and 
thus would occur the confusion against which the 
statute is leveled. 

In the case of Coca-Cola Co. v. Chero-Cola Cq., 51 
App. D. C. 27, 273 Fed. 755, this Court, in considering 
the question of confusion between the marks “Chero- 
Cola” and “Coca-Cola” stated as follows: 

Of course, if the tw T o marks are placed together, 
or if a person’s attention was in some other way 
directed to them, there would be no difficulty in 
apprehending the difference between them. This, 
however, is not the way to make the test. Ordi¬ 
narily the prospective purchaser does not carry 


I 
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more than a faint impression of the mark he is look¬ 
ing for. If the article offered to him bears a mark 
having any resemblance to the one he is thinking of 
he is likely to accept it. He acts quickly. He is 
governed by a general glance. The law does not 
require more of him. 

Again, in the case of Canterbury Camdy Makers v. 
Brecht Candy Co., 54 App. D. C. 82, 294 Fed. 1013, this 
Court stated as follows: 

Of course, one mark differs somewhat from the 
other, and if they were placed side by side a person 
would have no difficulty in distinguishing them, but 
that is not the way, as we have said more than once, 
to determine whether the marks are deceptively 
similar. 

It is submitted that the District Court placed too 
much weight, in view of the foregoing decisions, upon 
the side by side comparison of the two marks here 
involved. 

4. The courts have held that in the case of a trade¬ 
mark which consists of words accompanied by other 
pictorial indicia the portion of the mark which would 
be likely to indicate origin would be the words used 
and that this is particularly true in these times when 
resort is so frequently made to radio advertising. W. B. 
Boddenberg Co. v. Kalich, 34 CCPA 745,158 F. 2d 289. 

In view of the foregoing, the fact that the mark of the 
Appellee Cook has a picture as well as the word 
“JOCO’S” does not make the picture the distinguish¬ 
ing feature of the mark. In the case at bar, the marks as 
used on certain items of jewelry for which registration 


I 

I 


is sought are so small that they can be distinguished 
only with the aid of a magnifying glass (Finding of 
Fact numbered 8, Joint Appendix 32). This finding 
was amply supported by the testimony of plaintiff’s 
witness Darrell Crain (Joint Appendix 21). 

Furthermore, the record shows (Testimony of plain¬ 
tiff’s witness Darrell Crain, Joint Appendix 22) ihat 
in buying articles of jewelry customers at times [rely 

i 

upon asking for the article under the name of j the 
trade-mark used thereon. 

5. In view of the foregoing, it is of particular 
importance on the facts of the instant case that weight 
be given to the sounds of the respective marks. 

In the case of Traders Oil Mill Company v. Lever 
Brothers Company, 26 CCPA 899,100 F. 2d 249, itj was 
stated as follows: 

I 

If the matter were to be determined from the 
appearance of the marks alone we would be inclined 
to agree with the Examiner of Interferences (that 
* * * confusion would not be likely to arise out 
of the concurrent use of the two marks. But ap¬ 
pearance is only one of the factors to be considered 
in passing upon the similarity of marks, jrhat 
similarity in sound alone is sufficient to constitute 
confusing similarity between marks is jwell 
established. 

6. In view of the just cited case, it is submitte<I that 
the Commissioner properly held (Joint Append^ 40) 
that the similarity in sound alone between “JACCO” 
and “ JOCO’S” is sufficient to cause confusion. 
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Let the sound of “JACCO” be compared with the 
sound of “JOCO” or “JOCO’S.” In doing this it is 
interesting to note that in the case of The American, 
Products Co. v. F. A. Leonard, 19 CCPA 742, 53 F. 2d 
894, the Court made an observation as follows: 

There is no such thing as a correct pronuncia¬ 
tion for a trade-mark. It is pronounced in differ¬ 
ent ways by different people. 

It is at once apparent that if the “A” in “JACCO” 
be given the sound of the “a” as in “father” and the 
first “O” in “JOCO” is given the sound of the “o” in 
“hot” the sound of “JACCO” so pronounced is identi¬ 
cal with the sound of ‘‘ JOCO ’’ so pronounced. The fact 
that either one of these words may be pronounced dif¬ 
ferently than as just illustrated does not obviate the 
possibility of confusion when both are pronounced as 
illustrated. It is accordingly submitted to be clear that 
the concurrent use of the two marks here involved would 
be likely to cause confusion or mistake in the mind of 
the public or to deceive purchasers. Under such cir¬ 
cumstances, 15 U. S. C. 85 forbids the registration of 
the later mark, that is, on the facts of this case, forbids 
the registration of the mark of the Appellee Cook. 
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CONCLUSION 

In consequence it is therefore respectfully submitted 
that the judgment of the District Court, holding 
registrable the mark of the Appellee Cook, is erroneous 
and should be reversed. 

E. L. Reynolds, 

Solicitor, United States Patent Office,\ 

Attorney for Appellant. 

i 

H. S. Miller, 

Of Counsel. 

June 1951. 
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Filed April 3,1951. Harry M. Hull, Clerk! 


UNITED STATES DISTRICT COURT! 


FOB THE DISTRICT OF COLUMBIA CIRCUIT 

Civil Action 3864-49 


Margaret J. Cook, plaintiff 


John A. Mabzall, Commissioner of Patent^ and 
Newark Jewelry Manufacturing Company, de- 

i 7 

FENDANTS 

2 Proceedings 

i 

i 

i 

! 

* * * * * ! 

Mr. Dowell: If the Court please, this is i very 
simple trade-mark matter in which the parties were 
represented by the present speaker, except for the 
Patent Office. 

i 

There is no discord at all among the parties, but the 
Patent Office has insisted upon setting up an inter¬ 
ference claiming that the marks of the two parties are 
confusingly similar. 

Motions were filed in the Patent Office, seeking to 
have this interference dissolved, but these motions have 
all been denied. 

* * * * J 

i 

5 I would like to ask Mr. Jose if he would please 

take the stand. 


Whereupon Rudolph Jose, a witness called on behalf 
of the plaintiff, having been first duly sworn, testified 
as follows: 

Direct Examination. 

By Mr. Dowell : 

Q. Mr. Jose, state your occupation, if you will, please, 
and your residence ? 

A. I am an insurance agent, 1036 Investment Build¬ 
ing, member of the District Agency Company and I live 
at 2310 Ashmead Place, N. W. 

Q. You are acquainted with the applicant here, 
Margaret Cook? 

6 A. That is right. 

Q. If you happen to know, will you please 
state what you do know about the origin of this trade¬ 
mark, which consists of the treasure chest and a monkey 
in pirate’s uniform over the word “ Joco’s.” 

A. Well, if I may, Margaret Cook is my daughter, 
and her husband, Commander Cook, of the Navy, at 
the time of the origin of this trademark, was a patient 
at Warm Springs, Georgia, being a polio case, and 
while there the daughter and her husband were at¬ 
tracted to this making of shell jewelry, and they took 
it up in real earnest and made quite a bit of it and sold 
it, and decided that they should have some trademark 
of some kind to identify it, and they conceived this 
idea of this “Joco’s” trade-mark. 

Q. Can you tell us any more, give us any more light 
on why they happened to choose the treasure chest with 
the monkey in pirate’s uniform? 

A. No, I have no idea of that. 
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Q. That is apparently all that you know about it? 

A. That is right. I 

Mr. Dowell : That is all. 

Cross Examination. 

By Mr. Miller : 

Q. You referred, did you not, to this “ J6co” 
7 trade-mark (indicating) ? 

A. Yes. | 

Q. And you said, did you not, this “Joco” trade¬ 
mark? 

A. Well, I don’t know—no. 

Q. You were just telling the Court. Didn’tj you 
say- I 

A. No. I am talking about the “ Joco’s” trademark 
of the daughter. 

Q. Yes, your daughter’s trade-mark and you said it 
was this “Joco” trade-mark, did you not? 

A. No. I didn’t refer to this. I merely had this in 
my hand. I don’t know whether this is it or nqt. I 
don’t recall now. 

Q. Did you not say this trade-mark ? 

A. The “Joco” trade-mark of my daughter. j 

Q. In other words, the word is spelled “Joco” and 
someone might pronounce it Joco, might they nojt? 

A. I imagine so, yes. 

Q. But you said “Joco,” did you not? 

A. Yes. That is the way I pronounce it. 

I 

Mr. Miller: That is all. 

Mr. Dowell: Step down, sir. 

(Witness excused.) j 
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Mr. Dowell: Now, I would like to present a jeweler 
of the District of Columbia of many years’ standing. 

8 Mr. Crain. 

Whereupon Darrell Crain a witness called on behalf 
of the defendant, having been first duly sworn, testified 
as follows: 

Direct Examination. 

By Mr. Dowell: 

Q. What is your residence and occupation, please ? 
A. You mean the—where my place is? I am a 
jeweler at Fifteenth and H, Shoreham Building. 

Q. Where is your residence ? 

A. 2943 Tilden, N. W. 

Q. Mr. Crain, how long have you been a jeweler in 
the District of Columbia ? 

A. Between forty and fifty years. 

Q. Now, what type of jewelry have you handled and 
are you handling? 

A. Well, we handle lots of emblems. We do about 
fifty percent of emblems, I would say, and diamonds 
and things of that kind, but we specialize in rings and 
emblems and similar things, have for a long time. 

Q. Can you give us any light on the type of customer 
that calls at your store or has called at your store, as 
to their intelligence and capacity for distinguishing 
between products, of different types ? 

9 A. Well, I might say that we make some pins 
for the Federal Bar Association, for the F. B. I. 

Welfare Association, for the Gold Star Mothers, 
George Washington rings, Georgetown rings. Oh, we 
have hundreds of them, to tell you the truth, dies for 
those things. I have designed most of them myself. 

Q. Well, would you say that the intellect of the 
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average jewelry purchaser was sufficient to distinguish 
between articles of jewelry to a fine or not a fine decree ? 

A. What do you mean, these emblems, or the ordi¬ 
nary jewelry? 

Q. Any ordinary jewelry. 

A. Well, I would say that the average person comes 
in, either man or woman, is pretty well set on what he 
wants. 

Q. I show you a representation of a specimen of a 
trade-mark of one Margaret Cook. Do you happen to 
know Margaret Cook ? 

A. Is that Rudy’s daughter-in-law? 

Q. I believe that is, but I asked you a question. Do 
you know her personally ? 

A. Yes. Oh, yes. I haven’t seen her for a long time, 
but I remember her from some years ago. 

► Q. I hand you a specimen of her trade-mark 

10 and ask you to compare it with another specimen 
I hand you of the Newark Jewelry Company and 
ask you to state what you feel these marks have in the 
way of similarity or dissimilarity. 

A. Well, there is no similarity in all probability! here, 
because when these things are reduced and stamped on 
the back of any article, nine times out of ten yofi have 
to look at them with a glass to distinguish them, and 
you frequently depend upon the outline of it.! For 
instance, the Gorham people have “G,” and different 
little symbols like that. Almost as soon as you see it, 
you identify it by the general outline of it. We take 
a jeweler’s glass and look at it, but only the jeweler 
would do that. The average person will look at this 
and that, and that will determine it. There is no pos¬ 
sible relation between these two in my mind. You see, 
the outline there is so dissimilar that there is no pos¬ 
sible likeness to them. 

Mr. Dowell: Thank you. 


i 

! 

I 
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Cross Examination. 

By Mr. Miller: 

Q. Mr. Crain, is it not a fact in the jewelry business 
that a customer will come in and ask for an article by 
its trade-mark name ? 

A. Oh, yes. Yes; indeed. 

Q. Is it not a fact that if the customer wanted 
11 an article made by the Newark Jewelry Manu¬ 
facturing Company, having on it this mark about 
which you were testifying, even though the mark was 
small, might it not well be that the customer would ask 
for a “ Jacco” ring or “ Jacco” earring? 

A. Yes, in some instances. 

Mr. Miller : That is all. 

(Witness excused.) 

***** 

17 The Court: I will concede the word “JOCO” 
or “ JOCO’S” is somewhat similar to “JACCO,’ 7 

or “JACCO,” but when you look at the trade-mark, 
which includes everything, they are not similar to me 
at all. 

Mr. Miller: I grant you, Your Honor, the marks are 
not similar when you look at them in detail. They 
are different. Your Honor, you have to have 

18 such similarity as will confuse the public by 
using two marks on the same goods. 

The Court: If I look at these marks on the same 
goods, I don’t think I am confused. Here the party 
who has filed first admits they are not confusing, either. 
The only one confused is the Patent Office. 

Mr. Miller: That is right, and the duty is upon the 
Commissioner- 

The Court: I don’t know why you people are so tech¬ 
nical sometimes. You waste more time. You come up 
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here with two trade-marks like this. Everybody admits 
they are not similar. The Patent Office is the only, one 
that says they are. 

Mr. Miller: We admit the marks are difference. 
You can tell the difference one from the other. The 
question is not whether you can tell the difference 
between the two marks, but whether the registration 
of two of the marks of the same kind would contuse 
the public. 

The tribunals point out themselves in their decisions 
the mere fact two parties agreed as between them the 
marks do not confuse them- 

The Court: I understand that very well, but in de¬ 
ciding it is a factor that certainly tends to show they 
are not similar, because if they were, you don’t think 
this first company would be saying they are 
19 not, would they? 

The Court can’t decide it on that basis, but it 
seems to me you people are splitting hairs. 

Mr. Miller : No, Your Honor, we are merely deciding 
whether “JOCO’S” on one mark and “JACCO” on 
the other mark would lead to confusion with the public. 

The Court : I think probably the two words, “Jacco,” 
“Made by Jacco” on the first mark and “JOCO’S” 
on the second mark are not confusing. 

Mr. Miller : They sound exactly the same. 

The Court: They don’t look anything alike. 

Mr. Miller: And goods are very frequently called 
for by name. The public identified them by the name 
like “Ford” car. 

You can tell the difference between a Ford and a 
Studebaker. You can tell the difference between the 
two trade-marks. 

The Court: You will have to persuade the United 
States Court of Appeals. 
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Mr. Dowell: If Your Honor please, I tried every 
resource in my power to keep that case from being 
brought up here, and I was not successful, and that is 
why I came. 

The Court: You prepare the conclusions of 

20 law and findings of fact to the effect that they 
are not confusingly similar. 

Mr. Dowell : May we have a five-minute recess ? 

The Court: You are all through, aren’t you? 

Mr. Dowell: We have another case. 

(Whereupon the instant trial was concluded) 

21 Filed Sep. 14, 1949. Harry M. Hull, Clerk. 

Complaint 

To the Honorable, the Judges of the United States 
District Court for the District of Columbia Circuit: 

Margaret J. Cook, Plaintiff herein, brings this Com¬ 
plaint against Lawrence C. Kingsland, Commissioner 
of Patents, and Newark Jewelry Manufacturing Com¬ 
pany, Defendants, and alleges that: 

1. The Plaintiff, Margaret J. Cook, is a citizen of 
the United States of America, residing at Bethesda, 
Maryland, and doing business at 8401 Irvington Ave¬ 
nue, Bethesda, Maryland. 

2. The Defendant, Lawrence C. Kingsland, is the 
United States Commissioner of Patents with his official 
residence in the District of Columbia, within the juris¬ 
diction of this Court, and the Defendant, Newark 

Jewelry Manufacturing Company, is a partner- 

22 ship domiciled in Newark, New Jersey, and 
doing business at 18-20 Columbia Street, Newark, 

New Jersey. 


3. This action arises under the trade-mark laVs of 
the United States, United States Code Title >15, Section 
21 et seq., and is brought under Section 4915 of the 
Revised Statutes, United States Code Title 35, Section 
63, and is based upon the refusal of the Comini ssioner 
of Patents, Defendant herein, to grant a Certificate 
of Registration to the Plaintiff for a trade-mark for 
which application for such registration was matle in 
accordance with the law in such cases made and pro¬ 
vided. 

4. On or about the 15th day of September, 1946, 
Plaintiff adopted and commenced the use, as sole and 
exclusive owner, of an original and arbitrary com¬ 
posite trade-mark for jewelry for personal wear (not 
including watches) namely, bracelets, earrings,! pins, 
necklaces and finger rings, said composite trade-mark 
consisting of a design representative of a metal-biound, 
antique treasure chest with the lid partly raised dis¬ 
closing visible treasure, beside which stands a monkey 
dressed in pirate’s costume, including knives, pistols, 
boots and plumed hat. The monkey by his gesture is 
inviting the public to partake of the fabulous contents 
of the treasure chest. Beneath the illustration 6f the 
treasure chest and monkey are the words “treasure 

chest ’ ’ written upon the letters “JO CO’S” jwhich 
23 portion of the mark is less distinct and there¬ 
fore difficult to decipher, specimens showihg the 
manner in which said trade-mark was and still is 
applied in use to be presented to the Court as set 
forth hereinafter; the words “JOCO’S TREASURE 
CHEST” in said trade-mark are merely descriptive 
of the illustration with which they are associated— 
in other words, it is the monkey’s “treasure chest;” and 
since the monkey is known the world over as “ Joco,” 
the utilization of the possessive of the word along with 
the words “treasure chest” is nothing more than a 




26 


description of the mark in order that it may be pre¬ 
sented not only pictoriaUy but in language as well; 
said trade-mark is the sole and exclusive property of 
Plaintiff, having been first used in commerce among 
the several states of the United States on or about the 
15th day of September, 1946, as aforesaid, and con¬ 
tinuously used since that date and has never been 
abandoned; and by reason of the adoption and con¬ 
tinuous use of said trade-mark, as aforesaid, by the 
Plaintiff, said mark has acquired in the minds of the 
purchasing public such an association with the Plain¬ 
tiff and with the goods of the Plaintiff as to indicate 
that Plaintiff is the true source of origin of goods bear¬ 
ing said trade-mark and that the Plaintiff is the pro¬ 
prietor of the trade-mark and goods to which the mark 
is applied. 

5. To the best of Plaintiff’s knowledge and 
24 belief, no person, firm, corporation, or associa¬ 
tion, other than Plaintiff, has ever used, or has 
the right to use, in the United States, the trade-mark 
aforesaid for or in connection with jewelry for personal 
wear (not including watches), namely, bracelets, ear¬ 
rings, pins, necklaces and finger rings, or goods of the 
same descriptive properties within the meaning of the 
Trade-Mark Law either in the identical form as shown 
and used by Plaintiff, or in any such near resemblance 
thereto as might be calculated to deceive; nor may any 
person, firm, association, or corporation, use the same 
without fraud upon the purchasing public and violation 
of Plaintiff’s rights in and to said trade-mark. 

6. Plaintiff’s trade-mark, as aforesaid, is not such a 
mark as is precluded from registration by any section, 
provision or clause of the Trade-Mark Act aforesaid. 

7. Plaintiff, on the 7th day of November, 1946, filed 
in the manner prescribed by law its application and 
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petition in the United States Patent Office praying 
that a Certificate of Registration be issued to it tor 
the trade-mark aforesaid and said application was 
assigned Serial No. 512,161. j 

8. Thereafter, following compliance with the Trade- 
Mark Laws and the Rules of Practice of the United 
States Patent Office, and proper proceedings had in 
the United States Patent Office, Plaintiff’s trade-mark 

was held to be registrable and was published in 
25 the Official Gazette of the United States Patent 
Office dated August 12,1947, Volume 601, Nb. 2, 
at Page 172, in accordance with Section 6 of the Trade- 
Mark Act of February 20, 1905, as amended. 

9. On October 14, 1947, about sixty days from I the 
date of publication of Plaintiff’s trade-mark, 'the 
United States Patent Office advised that action was 
suspended in view of a probable interference, |and 
Plaintiff was requested to call up the case within sixty 
days for further action if nothing had been heard in 
regard to the interference within that time. There¬ 
upon, there was further delay and the case was called 
up on March 29, 1948, in interference being set up 
between Plaintiff and Newark Jewelry Manufacturing 
Company, a partnership located and doing business at 
18-20 Columbia Street, in the County of Essex and 
State of New Jersey, and said Interference was en¬ 
titled Margaret J. Cook v. Newark Jewelry Manufac¬ 
turing Company, and was assigned Interference; No. 
2951. On June 1, 1948, it was stipulated by and be¬ 
tween the parties that the interference be dissolved, as 
no interference was believed to exist in view of the 
dissimilarities of the respective marks, whereupon the 
taking of testimony was suspended and the files re¬ 
turned to the Examiner of Trade-Marks for considera¬ 
tion of the question of dissolution. The Head of Trade- 
Mark Operations in the United States Patent Office 


i 

i 
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erroneously denied the motion to dissolve on June 16, 
1948, and thereafter on July 2,1948, the parties 

26 filed a joint Petition to the Honorable Commis¬ 
sioner of Patents to direct the dismissal of the 

above interference for the reason that there is no con¬ 
fusion or likelihood of confusion between the two marks, 
the parties having agreed that there was no contest 
between them. On July 15,1948, the Commissioner of 
Patents erroneously denied the joint Petition for dis¬ 
missal of the interference. The interference proceed¬ 
ings were therefore resumed, but the parties, being 
in complete accord, took no testimony and did not 
attend the final hearing, filing a Request for Prompt 
Decision on October 1, 1948. On October 7, 1948, the 
Examiner of Trade-Mark Interferences rendered his 
decision erroneously holding that the senior party, 
Newark Jewelry Manufacturing Company is entitled 
to a registration for which it had made application, 
and further holding that the junior party, Margaret J. 
Cook, is not entitled to the registration for which she 
has made application. 

10. On the 13th day of October, 1948, the Plaintiff 
herein filed an appeal to the Commi s sioner of Patents 
from the decision of the Examiner of Trade-Mark In¬ 
terferences in said Interference Proceedings No. 3951. 

11. On the 18th day of March, 1949, the Commis¬ 
sioner of Patents erroneously affirmed the decision of 
the Examiner of Trade-Mark Interferences, refusing 
to register Plaintiff’s said trade-mark and to issue 

unto Plaintiff a Certificate of Registration of 

27 said trade-mark. 

12. Plaintiff alleges that no Appeal has been 
taken by it to the United States Court of Customs and 
Patent Appeals from the said refusal of the Commis¬ 
sioner of Patents to register Plaintiff’s trade-mark 
aforesaid; and that the Complaint herein is filed within 
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six months following the final decision of the Commis¬ 
sioner of Patents refusing registration of Plaintiff’s 
trade-mark aforesaid. 

13. Plaintiff, to more fully apprise this Honorable 
Court of the grounds upon which registration of Plain¬ 
tiff’s trade-mark was refused by the Commissioned of 
Patents, as aforesaid, hereby makes profert of a cer¬ 
tified copy of Plaintiff’s Application aforesaid, Serial 
No. 512,161, and also makes profert of a certified copy 
of the record of proceedings in Interference No. 3951, 
all as shown by the records of the United States Patent 
Office, said certified copies to be produced as and yhen 
this Honorable Court shall direct. 

j 

Wherefore, Plaintiff respectfully prays as follows: 

A. For a decree that Plaintiff is entitled, according 
to law, to have registered under the Act of February 20, 
1905, its trade-mark aforesaid for jewelry for personal 
wear (not including watches) namely, bracelets, ear¬ 
rings, pins, necklaces, and finger rings, as specified in 

its application for registration of said trade- 
28 mark Serial No. 512,161, filed in the United States 

Patent Office on the 7th day of November, 1946. 

B. For a decree authorizing the Commissioner of 
Patents, pursuant to Section 4915, Revised Statutes, 
United States Code, Title 35, Section 63, to register 
Plaintiff’s trade-mark in due form of law as provided 
by Statutes. 

• C. For such other and further relief as the nature 
of the case may admit or require and as may bi just 
and equitable. 

Margaret J. Cook, 

i 

By: A. Yates Dowell, 

Attorney, 

1158 Munsey Building, j 

Washington 4, D. C. 




29 Filed Sep. 29,1949. Harry M. Hull, Clerk. 

Answer to the Complaint 

To the Honorable the Judges of the United States Dis¬ 
trict Court for the District of Columbia. 

1,2,3. The defendant, Lawrence C. Kingsland, Com¬ 
missioner of Patents, admits the allegations of para¬ 
graphs 1 to 3, inclusive, of the complaint. 

4. He is not informed, except by the complaint itself, 
as to the adoption and use by the plaintiff of the mark 
referred to in the complaint. He admits the remaining 

allegations contained in the first seventeen lines 

30 of paragraph 4. He denies the remaining allega¬ 
tions of that paragraph. 

5, 6. He denies the allegations of paragraphs 5 and 

6 of the complaint. 

7,8,9,10,11,12,13. He denies that any of the actions 
of the Patent Office officials referred to in paragraphs 

7 to 13, inclusive, were erroneous. He admits the re¬ 
maining allegations of those paragraphs. 

Further Answering, the defendant states that the 
plaintiff is not entitled to the registration of the mark 
described in the complaint in view of the prior trade¬ 
mark application No. 510,442, filed by Newark Jewelry 
Manufacturing Company of Newark, New Jersey, and 
for the reasons given in the following decisions in 
Trade-Mark Interference No. 3951: 

1. The decision of the Head of Trade-Mark 
Operations, dated June 16th, 1948. 

2. The decision of the Assistant Commissioner 
of Patents, dated July 15th, 1948. 

3. The decision of the Examiner of Interferences, 
dated October 7th, 1948, and 

4. The decision of the Assistant Commissioner, 
dated March 18th, 1949. 


Profert of copies of said decisions and of the drawing 
of said trade-mark application is hereby made. 

* * * * * 

I 

! 

35 Findings of Fact 

1. This is an action under Section 4915 of the Revised 
Statutes, United States Code, Title 35, Chapter 2, Sec¬ 
tion 63, by Margaret J. Cook, jointly against John 
A. Marzall, Commissioner of Patents and Newark 
Jewelry Manufacturing Company for the determina¬ 
tion of the right of registration of plaintiff’s JOCO’S 
TREASURE CHEST mark and, incidentally, defend¬ 
ant Newark Jewelry Manufacturing Company’s right 
to register its JACCO mark, the Commissioner of Pat¬ 
ents having instituted an Interference, No. 3951, 
between the applications of Margaret J. Cook and 
Newark Jewelry Manufacturing Company, on the 
ground that the marks sought to be registered by these 
parties were confusingly similar, notwithstanding t!he 
fact that the parties were in accord that their marks 
were not confusingly similar and undertook to have the 
interference dissolved. j 

36 2. The marks in question are composite marks 
including words and other matter, and in con¬ 
sidering the question of similarity they must be viewed 
in their entireties. 

3. The marks of the plaintiff Cook and the defendant 
Newark Jewelry Manufacturing Company are not! so 
similar as to be likely to cause confusion or mistake in 
the mind of the public. 

4. The marks of the plaintiff Cook and the defendant 
Newark Jewelry Company are distinct in appearance 
and meaning. 

I 

***** 


J 




8. The marks as used on certain of the items of 
Jewelry for which registration is sought are so small 
that they can be distinguished only with the aid of a 
magnifying glass. 

« * * # # 

37 10. Registrations of the marks of both applica¬ 
tions Serial No. 512,161 and application Serial 

No. 510,442 are sought for jewelry for personal wear, 
and each specifies various items, certain of which, 
including bracelets, earrings, and necklaces are 
identical. 

Conclusions of Law 

Plaintiff is entitled to registration of the mark set 
forth in its application, Serial No. 512,161, and accord¬ 
ingly judgment should be rendered for Plaintiff. 

Edward M. Curran, 

Judge . 

February 26,1951. 

38 Judgment 

This case having come on to be heard on February 
14,1951, and having been tried in open court and argued 
by counsel for the respective parties under the plead¬ 
ings and proofs adduced and submitted to the court. 

It is thereupon, this 26 day of February, 1951, Ad¬ 
judged that the plaintiff is entitled to registration of 
her Joco’s Treasure Chest mark, as set forth in her 
application for registration, Serial No. 512,161. 

The defendant, John A. Marzall, Commissioner of 
Patents, is authorized to issue said registration upon the 
plaintiff filing in the Patent Office a certified copy of 
this Adjudication, and otherwise complying with the 
requirements of the law. 
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The defendant, John A. Marzall, Commissioner of 
Patents is awarded costs. 

Edward M. Curran, 

Judge. 

A. Yates Dowell, 

Attorney for Plaintiff, 

Attorney for Defendant, Newark. 

E. L. Reynolds, 

Attorney for Commissioner of Patents. 

39 Filed Mar. 23,1951. Harry M. Hull, Cl^rk. 

Notice of Appeal to the United States Court of 
Appeal for the District of Columbia Circuit 

Notice is hereby given that John A. Marzall, Com¬ 
missioner of Patents, defendant above-named, hereby 
appeals to the United States Court of Appeals for the 
District of Columbia Circuit from the Final judgment 
entered in this action on February 26,1951. 

i 

i 

* * * * * 
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(Here follows 2 photostats, Joco’s, 45 and 46) 
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50 Filed Apr. 3,1951. Harry M. Hull, Clerk 

i 

Interference No. 3951 j 

I 

Margaret J. Cook ! 

i 

vs. j 

Newark Jewelry Manufacturing Company 

Decision 

i 

This interference has been transmitted to the Head 
of Trade-Mark Operations to consider the question of 
dissolution, raised by the joint motion to dissolve. The 
parties stipulate that “no interference is believed to 
exist in view of the dissimilarities of the respective 
marks”. The Examiner does not agree with such con¬ 
clusion but on the contrary, is of the opinion that the 
marks are so similar that concurrent use would cause 
confusion and mistake in the minds of the purchasing 
public. The goods in each case are the same and the 
dominant part of each of the marks are almost idem- 
sonans. In addition the dominant part of the marks 
appear to be of the “coined” variety and hence would 
be more susceptible of confusion than ordinary words |of 
every day conversation. (Ex Parte Lederle Labora¬ 
tories, Inc., 598 O.G. 458; 73 U.S.P.Q. 234). ! 

The motion to dissolve is denied. 

J. H. Merchant, 

Head of Trade-Mark Operations , 


i 


Mailed Jun. 16,1948. 
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51 Filed Apr. 3,1951. Harry M. Hull, Clerk. 

Petition 

Trade-Mark Interference No. 3951 between the appli¬ 
cations of Margaret J. Cook, filed November 7,1946, 
Serial No. 512,161, published August 12, 1947, and 
Newark Jewelry Manufacturing Company, filed 
October 8,1946, Serial No. 510,442, published Febru¬ 
ary 3,1948, for jewelry for personal wear, etc. 

This is a joint petition by the parties to the above 
entitled interference requesting that the Commissioner 
“exercise his supervisory authority and direct the dis¬ 
missal of the above entitled interference for the reason 
that there is no confusion or likelihood thereof.” The 
parties have agreed that there is no contest between 
them and submit that the marks are not confusingly 
similar, and that no interference is believed to exist in 
view of the dissimilarities of the respective marks. The 
examiner of trade-marks has refused to dissolve the 
interference stating that in his opinion the marks are 
so similar that their concurrent use on these goods 
would cause confusion and mistake in the minds of the 
purchasing public. The question of actual interference 
is a matter peculiarly within the discretion of the 
examiner of trade-marks, Grocers’ Biscuit Co., Inc. v. 
W ilkins v. Hubbs v. McGovern & McGovern v. Chand¬ 
ler, v. Texas Bread Company, 568 O.G. 577, 63 

52 U.S.P.Q. 154, and his ruling will not be disturbed 
unless he is plainly chargeable with abuse of 

discretion. The words comprising a portion of the 
marks here involved most likely to be regarded as hav¬ 
ing trade-mark significance are virtually indistinguish¬ 
able W. B. Roddenbery Co. v. Rose Kalich, 34 C.C.P.A. 
745,158 Fed. (2d) 289. It is argued that the marks are 
distinctively different and that the Patent Office should 
not be technical but should give weight to the opinion 
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of the parties as to the differences between the marks 
and fact that the parties believe no confusion will resiilt 
from their concurrent use. Without citing numerous 
cases on the subject of similarity of marks which would 
appear to apply in this case, it seems sufficient to state 
that under numerous decisions marks such as these 
have been held to be confusingly similar and it cannot, 
therefore, be found that the examiner of trade-marks 
has abused his discretion in denying the motion. 
Grocers 7 Biscuit Co., Inc. v. Wilkins v. Hubbs v. Mc¬ 
Govern & McGovern v. Chandler v. Texas Bread Com¬ 
pany, supra. Nor can registration be permitted on 
consent of the parties. In re Laskin Brothers, Inc., 32 
C.C.P.A. 820, 146 Fed. (2d) 308. Both applications 
involved in this interference, being applications for 
registration under the Trade-Mark Act of 1905, certain 
comments in the petition as to geographical location of 
the place of business of the parties and similar subjects 
cannot affect this decision. Whether or not they might 
be considered if the application were pending udder 
the Trade-Mark Act of 1946 is not open for decision at 
this time. 

The petition is denied. 

Joe E. Daniels, 
Assistant Commissioner. 

July 15,1948. j 


i 


! 
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53 Filed Apr. 3,1951. Harry M. Hull, Clerk 
U. S. Patent Office, Oct. 7, 1948. Mailed 
Interference No. 3,951 
Cook 


v. 

Newark Jewelry Manufacturing Company 

The joint request filed October 1, 1948 for prompt 
decision is noted. 

It is stated in the request that the parties will not 
take testimony or attend the final bearing, and presum¬ 
ably will not file briefs, and prompt decision is therefore 
requested, either dissolving the interference or award¬ 
ing priority on the record in order that appeal may be 
promptly taken. 

The question of dissolution has been decided by the 
Examiner of Trade-Marks, whose decision moreover 
has been affirmed by the Commissioner, and is binding 
on the Examiner of Interferences. Rule 19.5, Rules of 
Practice in Trade-Mark Cases. As to the question of 
priority it is held, on the basis of the record presented 
involving only the applications of the parties, that the 
senior party, Newark Jewelry Manufacturing Com¬ 
pany, is the prior user and entitled to prevail in this 
proceeding. 

54 Accordingly, it is adjudged that the senior 
party, Newark Jewelry Manufacturing Com¬ 
pany, is entitled to the registration for which it has 
made application, and it is further adjudged that the 
junior party, Margaret J. Cook, is not entitled to the 
registration for which she has made application. 

Limit of appeal: November 8,1948. 

H. H. Kalupy, 

i Examiner of Interferences. 
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Filed Apr. 3,1951. Harry M. Hull, Clerk. 
Appeal feom Examiner of Interferences 

j 

Trade-Mark Interference No. 3951 between the appli4 
cations of Margaret J. Cook, filed November 7,1946; 
Serial No. 512,161, published August 12, 1947, and 
Newark Jewelry Manufacturing Company, filed 
October 8,1946, Serial No. 510,442, published Febru¬ 
ary 3,1948, for jewelry for personal wear, etc. 

This is an appeal from the decision of the examiner 
of interferences awarding priority to the senior party 
in an interference proceeding involving applications 
for registratoin under the Trade-Mark Act of 1905. 
The application of the senior party, Newark Jewelry 
Manufacturing Company, discloses the word “ Jacco,” 
displayed on a shield or scroll-like background. The 
junior party’s application is for registration of a mark 
consisting of the word “ Joco’s” with the words “Treas¬ 
ure Chest” appearing in much smaller type across the 
letters “oco” of “Joco’s,” the word “Treasure” being 
disclaimed. Above the word “Joco’s” is a pictorial 
representation of a monkey standing before an open 
chest, apparently a treasure chest. These pictorial 
features are prominent and conspicuous. Registration 
of both marks is sought for jewelry for personal wear, 
and each specifies various items, certain of which, 
including bracelets, earrings, and necklaces are iden¬ 
tical. 

56 Upon the declaration of the interference, a 
joint motion to dissolve on the ground that no 
interference existed in view of dissimilarities between 
the marks was filed, and was denied by the examiner 
of trade-marks. A petition to set aside such holding 
and dissolve said interference was denied (169 Ms.JD. 
887). The parties thereupon submitted the matter 
upon the record without proof and requested a ruling 
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by the examiner of interferences that the marks were 
so dissimilar that no actual interference existed. Such 
ruling was refused and priority awarded to the appli¬ 
cation of the senior party based upon its earlier filing 
date. This appeal is submitted upon a joint brief ex¬ 
pressing the same contention. The words comprising 
the marks are the most conspicuous feature thereof, 
and they are most likely to be regarded as having trade¬ 
mark significance. W. B. Roddenberg Co. v. Kalich, 
34 C.C.P.A. 745,158 Fed. (2d) 289. They are virtually 
indistinguishable and the pictorial and background 
features are not considered sufficient to distinguish 
between them. While careful consideration has been 
given to the contention of both parties that there is no 
actual confusion in trade, and that both in principle 
and in practice there is no confusion or likelihood 
thereof, it is still considered that under well-settled 
authority, the marks are so similar as to come within 
the statutory prohibition against registration of simi¬ 
lar marks. Societe Anonyme Mido v. Meyer & Studeli 
Societe Anonyme, 581 O.G. 524, 67 U.S.P.Q. 300; Cohn 
& Rosenberger, Inc. v. Kaufman & Ruderman, Inc., 575 
O.G. 572, 65 U.S.P.Q. 256. The agreement of 
57 the parties cannot overcome this statutory pro¬ 
hibition. In re Laskin Brothers, Inc., 32 C.C. 
P.A. 820,146 Fed. (2d) 308. 

The decision of the examiner of trade-mark inter¬ 
ferences is affirmed. 

Joe E. Daniels, 
Assistant Commissioner. 

March 18,1949. 
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THE QUESTION PRESENTED. 

In the opinion of Appellee the question is whether the 
mark (Joint Appendix 34A) which the Appellee Cook seeks 
to register under the provisions of the Trade Mark Act o£ 
1905 (15 U.S.C. 85) and composed primarily of the picture 
of a monkey in pirate’s costume beside a treasure ches(; 
and the words “Treasure Chest” written across the wor4 
“JOCO’S”, so nearly resembles the mark (Joint Appen} 
dix 34B) of the Newark Jewelry Manufacturing Company, 
consisting of the word “ JACCO” surrounded by a scroll} 
like frame as to be likely, when applied to jewelry, the 
goods of the parties here in question, to cause confusion 
or mistake in the mind of the public or to deceive pur} 
chasers. 
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IN THE 
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United States Conrt o! Appeals 

Fob The Distbict of Columbia Cibcuit. 


Appeal No. 11001. 


John A. Mabzall, Commissioneb of Patents, Appellant, 

v. 

i 

Mabgabet J. Cook, Appellee. 


Appeal from the Judgment of the United States District 
Conrt for the District of Columbia. 
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BRIEF FOR APPELLEE COOK. ! 


STATEMENT OF THE CASE. 

On November 7,1946, the appellee Cook filed application 
for the trademark shown in the Joint Appendix 34A. An 
interference was declared by the Patent Office on Mar<jh 29, 
1948, between Appellee Cpok and the Newark Jewelry Co., 
owner of the trademark “JACCO”. The parties were in 
accord that there was no confusion and moved to dissolve 
on the grounds that in view of the dissimilarity of the 
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marks no interference was believed to exist. The motion 
was denied and there was filed by the parties a Petition 
to the Commissioner of Patents to exercise his supervisory 
authority and dissolve the interference. This motion was 
denied. The parties then urged that the Examiner of In¬ 
terferences decide the interference promptly because they 
believed no interference existed. Neither party took testi¬ 
mony, nor argued the case before the Examiner of Inter¬ 
ferences and the interference was decided in favor of the 
Newark Jewelry Co. on the grounds that the marks were 
deemed by the Examiner to be so similar as to warrant the 
interference, which, in view of failure to take testimony, 
should be decided in favor of the senior party. Upon an 
appeal to the Commissioner the decision was affirmed. 

Thereupon the appellee Cook filed an action in the United 
States District Court for the District of Columbia under 
R. S. 4915, 35 U.S.C. 63, requesting a decree that the ap¬ 
pellee was entitled to have its trademark registered. The 
judgment of the District Court, Curran, J. presiding, was 
that appellee was entitled to such a decree. Thereupon the 
present appeal was filed on behalf of the Commissioner of 
Patents seeking apparently to have this appellate tribunal 
reverse itself and rule that where there are even remote 
similarities of lettering in portions of two marks the ruling 
must be that the marks are confusingly similar. 

SUMMARY OF ARGUMENT. 

1. The lower court’s holding apparently was based on a 
sound application of the principles of well established law 
that in order to determine the question of confusion, marks 
must be considered from the viewpoint of appearance, 
sound and significance as well as from a consideration of 
the nature of the goods to which the marks are applied, 
and in view of the specific nature of the goods, namely, 
jewelry, the most outstanding characteristic considered by 
the public is the appearance, one picture being worth a 
thousand words. 
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2. Although the mark “JACCO” here involved, has no 
meaning the factor of meaning as a basis of distinctioh r' 
not eliminated because appellee’s composite mark embodies 
a very definite and significant meaning. 

3. The appearance of the trade marks under considera¬ 
tion here is more important than anything else, and the 
fact that there is a scintilla of similarity as far as sohnd 
is concerned is not sufficient to support a holding of eon- 
fusing similarity. 

4. In view of the marks themselves, and the fact that 
they are used on jewelry worn to improve the appearance, 
the differences in appearance of the marks is of primary 
importance. 

5. In view of the differences in appearance, sound and 
significance of the marks, they are not believed to be con¬ 
fusingly similar, notwithstanding the fact that there may 
be small similarities in word portions thereof. This is pot 
sufficient, however, to warrant a holding of confusing simi¬ 
larity, particularly in the case of goods purchased, a$ is 
jewelry, with an unusual degree of care. 

i 

ARGUMENT. 

1. The first point of appellant’s argument is that soimd 
alone may be sufficient to create likelihood of confusion. 
In some cases this may be true. Examples of the correct 
application of the rule are found in Amdur, Trademark 
Law and Practice, Lanham Act Edition, 1948, page 4l9, 
also in Nims, Unfair Competition and Trademarks, 4th 
Edition, 1947, page 691, and cases cited. However, a care¬ 
ful examination of the cases to which the rule is applied 
shows that in almost every one the products involved were 
relatively inexpensive, were almost always called for! by 
name, and were consumed in their use. No cases are cited 
in which the marks involved included composite marks hav¬ 
ing pictorial elements as well as words. 

- 

| 

| 


i 

I 

i 

i 

i 

i 

I 





4 


In the present case mere similarity of sound is not suffi¬ 
cient to create likelihood of confusion. Other factors, 
namely, appearance, sound and significance, listed by ap¬ 
pellant in a different order with the least significant first, 
must be considered as well as the nature of the goods. In 
view of the fact that appellee’s is a composite mark and 
any similarity is only a minute part of the mark, and ap¬ 
pearance is the most important part of the mark due to 
the fact that jewelry is utilized for its appearance, the 
marks cannot be said to be confusingly similar. It is well 
established that marks cannot be dissected into words and 
other material such as designs or pictures, and then only 
the sounds of the words considered. As was stated in 
Celotex v. Millington, 49 F. 2nd 1053, 18 CCPA 1484: 

“The buyer will not stop to dissect the marks. If he 
is deceived he will be deceived by the mark as a whole 
and not by any particular part of it. ,, 

If purchasers will not stop to dissect the marks here being 
considered then neither should this court, as the appellant 
would apparently have it do. The marks must be consid¬ 
ered in their entireties, and the nature of the goods as well 
as the class of purchasers concerned taken into account. 

2. Appellant’s second point, that since the word “ JAC- 
CO” does not appear in the dictionary the mark must be 
considered as having no meaning, and therefore difference 
in meaning is eliminated, is not well taken. Appellant has 
said nothing about the meaning of the term “ JOCO’S” as 
it appears in appellee’s mark. It does not follow that be¬ 
cause one of two terms has no meaning that the terms may 
not have different meanings. If one of the terms has a 
definite meaning and the other has none, it may still be 
said that the two have different meanings. 

It is appellee’s position that the term “JOCO’S” has a 
definite meaning, especially as it is used in appellee’s mark. 
As used, the word obviously has reference to the monkey 
in the picture. The appellee does not mention that the 


word ‘ 1 Jocko’’ appears in the dictionary. Webster’s New 
International Dictionary, Second Edition, 1936, page 1337, 
states that the word is a familiar name for any monkey. 
The word “JOCO” as used by appellee is an obvious al¬ 
ternative spelling of the dictionary term. It therefore has 
a very definite meaning, especially associated as it is Vith 
the picture. 

Therefore, even though it be assumed that “ JACCO” 
has no meaning, still the term “JOCO” as used in appel¬ 
lee’s mark has a very definite meaning and therefore is 
different in meaning from the mark relied upon by the 
appellant. 

i 

3. Appellant has admitted that the marks differ sub¬ 
stantially in appearance, but has attempted to minimize 
and then ignore the importance of this difference. In view 
of the composition of the two marks and the goods upon 
which they are used, this difference cannot be minimized. 

The mark relied upon by the appellant is composed of 
the word “JACCO” surrounded by a scroll-like frame 
which is as heavy as the letters of the word themselves. 
The type is not itself distinctive, and the letters are dis¬ 
posed in a horizontal line. Appellee’s mark, on the other 
hand, is dominated by the caricature of a monkey gestur¬ 
ing towards an open treasure chest. His position bbvi- 
ously invites the viewer to partake of the fabulous Con¬ 
tents within. Beneath this picture is the word “ JOCO’S” 
in rather large letters disposed in an arc which is concave 
upwardly. Superimposed on these and in smaller script 
are the words “Treasure Chest”. Quite clearly, the part 
that catches the eye first is the picture, the words only be¬ 
ing noticed as the significance of the picture is appreciated. 

Appellee submits that the obvious differences in appear¬ 
ance of the marks are of primary importance, especially 
when the type of goods upon which the marks are used to¬ 
gether with the class of purchasers to which the mark will 
indicate origin are considered. 
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The products upon which these marks are used are jew¬ 
elry. In the purchase of jewelry the customer exercises a 
higher degree of care than he does in the case of compara¬ 
tively low priced items. International Silver Co, v. The 
American Silver Co., 37 F. 2d 622,17 CCPA 871. The wit¬ 
ness Crain testified (Joint Appendix, page 21) that most 
customers are “pretty well set” on what jewelry they want 
when they come into a jewelry store to make a purchase. 

In determining whether purchasers will be confused, the 
one considered is the average prudent purchaser of the 
products involved, in this case jewelry. The average pru¬ 
dent purchaser of jewelry is going to exercise a greater 
amount of care and is going to he more observant than is 
the purchaser of comparatively inexpensive items, such as 
soft drinks or candy. Nims, supra, pp. 1031, 1032; Inter¬ 
national Silver Co. v. The American Silver Co., supra; 

Walter Baker <& Co. v. Altamay Chocolate Co., 37 F. 2d 957, 

17 CCPA 874; F. T. C. v. Good Grape Co., 45 F. 2d 70. 

The cases cited by the appellant in support of the prop¬ 
osition that the differences in appearance of the marks 
must be minimized are all concerned with products which * 

are relatively inexpensive, are purchased without giving 
the transaction much thought, and are consumed in use. 

In the case of William Waltke <& Co. v. George H. Schafer 
& Co., 49 App. D. C. 254, 263 F. 650, the goods upon which 
the marks were used were soap and shaving cream. In the 
case of Coca-Cola Company v. Chero Cola Company, 51 
App. D. C. 27, 273 F. 755, the goods upon which the marks 
were used were soft drinks. The goods upon which the 
marks were used in the case of Canterbury Candy Makers 
v. Brecht Candy Company, 54 App. D. C. 82, 294 F. 1013, 
were candies. Further, in none of these cases is there any 
indication that the marks were composed of a picture plus 
words as is appellee’s mark. Also, the court recognized 
in each of these cases that the purchaser of the products 
involved was exercising a degree of care which could be 
expected of the average purchaser buying products of that 
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nature. In the Waltke v. Schafer case, they stated, “He 
(the purchaser) is governed by a casual glance”. In speak¬ 
ing of the purchaser of the soft drinks, it was stated, “He 
(the purchaser) acts quickly”. 

In determining whether appellee’s mark is confusingly 
similar to the mark relied on by appellant, the fact that the 
average prudent purchaser of jewelry exercises a good deal 
more care than does the average prudent purchaser Pf 
candy, and accordingly will be much more likely to take 
notice of a trade-mark, must be considered. Amdur, supra, 
p. 440, and cases cited; Nims, supra, p. 1030 et seq.; Syru- 
cromatic Air Conditioning v. Williams Oil-O-Matic, 109 F. 
2d 784, 27 CCPA 1010. In view of this fact, the great im¬ 
portance of the differences in appearance of the two marks 
which, the appellant would minimize but which the appellee 
believes to be of primary importance, becomes apparent.! 

4. Although sound should be given weight when consid¬ 
ering confusing similarity of the marks, it should not, !as 
contended by appellant, be considered to the exclusion of 
the appearance, especially in view of the products here 
involved, the type of purchasers who will be buying these 
products, and the sharp differences in appearance of the 
marks. 

The case of Traders Oil Mill Co. v. Lever Brothers Co., 
26 CCPA 899, 100 F. 2d 249, cited by the appellant to sup¬ 
port the contention that the similarity in sound of jthe 
marks must be given weight, was a case in which the marks 
consisted only of words without any pictorial portions. 
Perhaps in a case in which the marks consist of words alone 
the case might support appellant’s proposition that sotmd 
is all important. However, in a case such as this wl^ere 
the pictorial portion of an appellee’s mark predominates, 
the rule that sound alone is sufficient to constitute con- 

I 

fusing similarity is not applicable. There must be some¬ 
thing more than a mere slight similarity in sound. 

As indicated by its remarks the court below gave suf¬ 
ficient weight to the similarity of sound of the marks but 
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properly held that the differences in appearance outweighed 
the similarities in sound, and that the marks were not con¬ 
fusingly similar. (Joint Appendix, page 22). The parties 
also considered the marks and arrived at the same con¬ 
clusion. 

As further support for the argument that the sound is 
of primary importance, the appellant cites the Finding of 
Fact numbered 8, that the marks as used on certain items 
of jewelry are so small that they can be distinguished only 
with the aid of a magnifying glass. The statement relat¬ 
ing to the importance of radio advertising taken from W. B. 
Roddenberg Co. v. Kalich, 34 CCPA 745, 158 F. 2d 289, is 
offered in further support of the importance of sound. The 
argument, however, seems to completely ignore the remain¬ 
ing uses of the mark. No consideration is given to the 
items upon which the mark will be clearly visible. No con¬ 
sideration is given to the printed advertising which is at 
least as frequent, if not more so, than radio advertising, 
particularly in the case of items of jewelry. 

This argument also ignores the fact that if the mark as 
used on certain items of jewelry can only be seen with a 
magnifying glass, then in a great majority of instances 
the one looking at it will be the jeweler. He is most cer¬ 
tainly going to be particularly careful in observing the 
mark. Thus in this type of situation appearance becomes 
of primary importance and the likelihood of confusion is 
reduced to a minimum, if not completely eliminated. 

Furthermore, in the Roddenberg v. Kalich case the pic¬ 
torial portion of the mark was of minor importance. In 
the present case, as was pointed out above, the mark is pri¬ 
marily pictorial with accompanying words. The appear¬ 
ance of the two marks is of primary importance rather 
than the sounds. See Tupelo Cotton Mills v. American 
Bleached Goods Company, 55 App. D. C. 286; 4 F. 2d 953. 

The statement of the witness Crain (Joint Appendix, 
page 22) that customers at times rely upon asking for the 
article under the name of the trade-mark, which statement 
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is relied upon by the appellant in further support of the 
proposition that sound is the primary consideration in the 
present case, likewise ignores the other times that cus¬ 
tomers do not rely upon asking for the article hy name, l 
but, in exercise of the ordinary care of the average prudent 
purchaser of jewelry, observe the mark for themselves. 

Appellees submit that the remote possibility of confu¬ 
sion in the few instances relied upon by the appellant is not 
sufficient to warrant the refusal of the appellant to register 
appellee’s mark. 

5. In considering the similarity in pronunciation of the! 
two marks, appellant has proceeded upon the assumption 
that the appearance of the two marks is of no importance. 
It may be that if a few people should happen to pronounce 
the marks, which are clearly phonetically different, as the 
appellant has suggested, the two word portions of the 
mark would sound the same. However, a holding of confus¬ 
ing similarity cannot be based upon a mere possibility that 
the word portions of the two marks might in some few in¬ 
stances be pronounced the same, especially in view of thd 
sharp dissimilarities in appearance and the fact that thd 
marks are used on jewelry, the purchasers of which exer¬ 
cise a special degree of care. A holding based on such 
grounds would be even more unsound in view of the fact 
that appellee’s mark is dominated by the pictorial parts 
and not by the words. 

Appellant would apparently have this court consider the 
question of confusing similarity on the grounds of similar^ 
ity of sound alone. An ineffectual attempt has been made 
to eliminate the other factors involved in determining con¬ 
fusing similarity, similarity of appearance, similarity of 
meaning, and the nature of the goods upon which the marks 
are used. Appellee submits that none of these can be 
ignored, especially in this case. Indeed, up to this pointy 
no one but the appellant has ignored any of them. No 
one of them should be ignored by this court. 
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CONCLUSION. 

In view of the differences in the marks and the obvions 
absence of similarities sufficient to produce likelihood of 
confusion, it is respectfully submitted that the decision of 
the District Court holding that the marks are not con¬ 
fusingly similar should be affirmed. 

A. Yates Dowell, 

Attorney for Appellee, 
Munsey Building, 
Washington 4, D. C. 


June 22,1951. 




